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CLAIMS 



112 First Paragraph Rejection 



1. Claims 36-40. 42, 47 are rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter wliicli was not described in the specification in such a way as 
to enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

In claim 36, it claims a first key section having a movement key and an execution 
key, this appears referring to keys 103-104 in fig. 1. It further claims said movement 
key and said execution key are operated without requiring a user to substantially 
reposition a user body part that contacts said first key section. This is questionable. In 
fig. 1, in order to operate keys 103 and 104, the user's finger has to be repositioned in a 
normal operation. In order to operate the movement and execution of the cursor 
without reposition the user's finger, it has to be fig. 7. However, figs. 1 and 7 are two 
different embodiments, and claim 36 is claiming features and operations in these two 
embodiments in one single device. This is unsupported and can also be considered as 
a new matter. 

Art Rejection 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



States. 



' Application/Control Number: 09/192,303 Page 3 

Art Unit: 2642 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (A! PA) do not apply to the examination of this application as the application 
being examined was not (1) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

2. Claims 24-28, 30, 36-39, 42-43, 46-48 , as best understood, are rejected under 
35 U.S.C. 102(e) as being anticipated by Nelson (US 5710605). 
Regarding claim 24, Nelson shows: 

Displaying, in a first user interface (i.e. display 20) on a housing (10) having a second 

user interface (i.e. 34) on the same side as the first interface, a menu having items (14 

in fig. 1 , see also fig. 7) and a highlight bar (47); 

Moving four-way movement of a highlight bar (52, 58, 60, 62); 

Executing the selected item (50); and 

Said moving and executing is performed without substantially repositioning the user's 
finger (see, 50, 52, 58, 60, 62 in fig. 1). 

Regarding claim 36, Nelson shows: 
A display section (i.e. 20); 
A key section (i.e. 50-88); 
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A first l<ey section including a movement l<ey pad which moves a highlighted portion (52, 

58, 60, 62), and an execution key (50); 

A second key section including a ten key pad (see 88); 

The display section (20) displays items in rows and columns (see 14 in fig. 1, see also 
fig. 7); 

The movement key allows four-way movement and items on a column to be scrolled 
(see 52, 58, 60, 62); and 

Said moving and executing is performed without substantially repositioning the user's 
finger (see, 50, 52, 58, 60, 62 in fig. 1). 

Regarding claim 43, Nelson shows a method for selecting one of the items displayed in 
rows and columns comprising: 

Moving a highlighted portion (47) in four directions by a movement key (52, 58, 60, 62), 
only items on the column is allowed to be scrolled (see 14 in fig. 1 , see also fig. 7); 
Executing the highlighted portion by an execution key (50); and 
Said moving and executing is performed without substantially repositioning the user's 
finger (see, 50, 52, 58, 60, 62 in fig. 1). 

Regarding claims 25-28, 30, 37-39, 42, 46-48, Nelson shows: 

Scrolling the highlight bar, the memory, and items on the display (see 14 in fig. 1 , see 

also fig); 

Reading and arranging the data (see 14 in fig. 1, see also fig. 7); 
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Selecting and executing a communication address (see 14 in fig. 1, see also fig. 7); 
The executing and communicating with another device (col. 3, lines 42-58); 
The first key section which has the movement key and the execution key (50, 52, 58, 
60, 62); 

The movement key having plurality of keys (52, 58, 60, 62); 

the execution key which is sandwiched by contacts of the movement key (50); and 

the first and second key sections are in one housing (see 50, 52, 58, 60, 62). 

Said moving and executing is perfomned without substantially repositioning the user's 

finger (see, 50, 52, 58, 60, 62 in fig. 1). 

3. Claim 40 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
Nelson in view of Ohkura et al. (US 5737029) or JP6-232992. 
Regarding claim 40, Nelson shows the movement and execution key (see 50, 52, 58, 
60, 62). 

Nelson differs from the claimed invention in that it is not the single lever-type key which 
is inclined and depressed to close the contacts. 

However, Ohkura and JP6-232992 both providing the single lever-type key which is 
inclined and depressed to close the contacts (see 52 in Ohkura; 202-205 in fig. 2; see 
also equivalent key operation in 402-406 in fig. 4 in JP6-232992). Hence, it would have 
been obvious for one skilled in the art to replace the key of Nelson with the single lever- 
type key shown by Ohkura or the JP reference. This can be considered as an intended 
use of Ohkura or the JP reference. It is also understood that all of these references 
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(Nelson, Ohkura and JP6-232992) disclose the combination of the movement key and 
the execution key, and replacing one type of key with the other can be considered as a 
variation of each other, because the basic requirement for moving the cursor 
(movement key) and executing the key is substantially unchanged. 

4. Claims 29 and 45 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nelson in view of August et al. (US 5671267). 

Regarding claims 29 and 45, Nelson shows a portable device (10). 

Nelson differs from the claimed invention in that it is not a telecommunication device 

which has user interface transmitting sound waves. 

However, Nelson's portable device has a remote control function, and remote control 
and telephone handset are commonly integrated as a single unit, this is shown by 
August (see 10 in fig. 1). Hence, it would have been obvious for one skilled in the art to 
modify Nelson's remote control unit with a telephone feature as taught by August, such 
that to combine telephone and remote control as a single unit to provide control 
functions for remotely operated devices (col. 1 , lines 7-12 in August). 

5. Claims 24-30, 36-40, 42-43, 45-48 are, as best understood, rejected under 35 
U.S.C. 103(a) as being unpatentable over JP5-244241 in view of Nelson or Ohkura et 
al. 

Regarding claim 24, 43, JP5-244241 shows: 
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Displaying, in a first user interface (i.e. display 4) on a housing (1) having a second user 
interface (i.e. 10) on the same side as the first interface, a menu having items and a 
highlight bar , only items on the column is allowed to be scrolled (see 4); 
Moving four-way movement of a highlight bar (7). 
Executing the highlighted portion (8). 

JP5-244241 differs from the claimed invention in that the user needs to move his finger 
between the movement key and the execution key (7-8). 

However, Nelson and Ohkura both teach a movement key and an execution key which 
can be operated without substantially reposition the user's finger (50, 52, 58, 60, 62 in 
Nelson; 52 in Ohkura). 

Hence, it would have been obvious for one skilled in the art to replace the movement 
key and the execution key of the JP5-244241 with the movement key and the execution 
key shown by Nelson and Ohkura. This can be considered as an intended use of 
Nelson and Ohkura. It is also understood that all of these references (JP5-244241 , 
Nelson and Ohkura) disclose the combination of the movement key and the execution 
key, and replacing one type of key with the other can be considered as a variation of 
each other, because the basic requirement for moving the cursor (movement key) and 
executing the key is substantially unchanged. 

Regarding claim 36, JP5-244241 shows: 
A display section (i.e. 4); 



• 
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A first key section including a movement key pad which moves a highlighted portion (7) 
and an execution key (8); 

The display section (4) displays items in rows and columns (see 4); 

The movement key allows four-way movement and items on a column to be scrolled 

(see 4). 

JP5-244241 differs from the claimed invention in that the user needs to move his finger 
between the movement key and the execution key (7-8). 

However, Nelson and Ohkura both teach a movement key and an execution key which 
can be operated without substantially reposition the user's finger (50, 52, 58, 60, 62 in 
Nelson; 52 in Ohkura). 

Hence, it would have been obvious for one skilled in the art to replace the movement 
key and the execution key of the JP5-244241 with the movement key and the execution 
key shown by Nelson and Ohkura. This can be considered as an intended use of 
Nelson and Ohkura. It is also understood that all of these references (JP5-244241 , 
Nelson and Ohkura) disclose the combination of the movement key and the execution 
key, and replacing one type of key with the other can be considered as a variation of 
each other, because the basic requirement for moving the cursor (movement key) and 
executing the key is substantially unchanged. 

JP5-244241 further differs from the claimed invention in that it does not have a ten key 
pad. 

However, both Nelson and Ohkura also teach a ten key pad (88 in Nelson; see fig. 23 in 
Ohkura). 
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Hence, it would have been obvious for one skilled in the art to modify JP5-244241 with 
a ten key pad as taught by Nelson and Ohkura, such that to provide the user with an 
option of directly entering information into the device (col. 5, lines 46-62 in Nelson, 

Regarding claims 25-30, 37-40, 42, 45-48, the combination of JP5-244241, Nelson and 
Ohkura shows: 

Scrolling the highlight bar, the memory, and items on the display (see 4 in JP5-244241); 

Reading and arranging the data (see 4); 

Selecting and executing a communication address (see 4); 

The executing and communicating with another telecommunication device (1 ); 

sound transmitting interface (10); 

the movement key and the execution key (see Nelson and Ohkura); 

The movement key having plurality of keys (see Nelson and Ohkura); 

the execution key which is sandwiched by contacts of the movement key (see Nelson 

and Ohkura); 

the first and second key sections are in one housing (see JP5-244241, Nelson and 
Ohkura); 

Said moving and executing is performed without substantially repositioning the user's 
finger (see Nelson and Ohkura). 
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ARGUMENT 



6. In response to the remarks, pages 4-1 0, Sudo and its combination are withdrawn 
in view of the amendment. New references are cited, argument is answered in the 
rejection above, see rejection above. 

7. Applicant's arguments with respect to claims 24-30, 36-40, 42-43, 45-48 have 
been considered but are moot in view of the new ground(s) of rejection. 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jack Chiang whose telephone number is 703-305- 
4728. The examiner can normally be reached on Mon.-Fri. from 8:30 to 6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Admad Matar. can be reached on (703) 305^731 . The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9314. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
4700. 




